
By Hon. Edward P. LEiBEnsPErgEr

1 You lose credibility when you go over the 
same point, ad nauseam. This is the num-
ber one complaint of jurors.

2. Jurors appreciate clarity and will credit the 
lawyer, and therefore the lawyer’s case, who 
brings clarity and organization.

3. “Pulling the teeth” really works. When a 
lawyer brings out bad facts from his own 
witness, the bite of cross-examination is 
toothless.

4. Jurors hate to be ignored. Thus, make sure 
you are trying to assist the jury, showing 
them every document or thing you are ref-
erencing, and even “getting into the box” a 
little bit (e.g., “please tell the jury your edu-
cation” or “please describe for the jury what 
you saw.”)

5. As between you and the witness, the wit-
ness wins. With only rare exceptions, the 
jury is turned off if you are attacking the 
witness in a harsh or strident way. 

6. Jurors don’t care about how much an expert 
witness is paid. 

7.  If your client-witness is potentially obnox-

ious or just generally unattractive, consider:

•	 Put	the	witness	on	the	stand	in	the	middle	
of your case. Allow the witness to get com-
fortable in the courtroom and to hear how 
the other witnesses have testified.

•	 On	 direct	 exam,	 do	 not	 hesitate	 to	 con-
front the witness. Challenge his story.

•	 On	direct	 exam,	pull	 the	 teeth	of	 antici-
pated cross-exam.

•	 Expand,	 if	 possible,	 the	 theme	 to	 show	
that the resolution affects many.

•	 Use	 a	 neutral	witness	 (expert,	 co-worker,	
etc.) to prove damages.

•	 Avoid	anything	that	looks	like	whining.

•	 Do	not	overkill	the	evidence	on	damages;	
leave the jury with enough to imagine.

8.  If your opponent is allowing you to use 
leading questions on direct exam, think 
twice. You may be losing credibility with 
the jury, as it appears that this is the law-
yer’s testimony, not that of the witness.

9.		 Develop	a	theme.	It	is	not	enough	to	prove	
or disprove the elements of the claim. You 
must put moral force and justice on your 
side.

10.		Be	the	statesperson.	Do	not	make	personal	
remarks about opposing counsel (e.g., Mr. 
X is trying to mislead you).

A special thanks to Judge Leibensperger. These 
tips have been reproduced from his keynote deliv-
ered at the Annual ComCom Cocktail Reception.
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Hon. Edward P. Leibensperger

usE oF tHE rEsPonsiBLE CorPoratE oFFiCEr 
doCtrinE to ProsECutE CorPoratE ExECutiVEs
By KEnnEtH C. PiCKEring

The	 United	 States	 relied	 heavily	 on	 the	
Responsible	 Corporate	 Office	 Doctrine	 in	 its	
recent prosecution of the co-founders of New 
England	 Compounding	 Center	 (NECC).	
The	 government	 argued	 that	 NECC’s	 corpo-
rate executives were criminally responsible for 
FDCA	violations,	even	if	they	were	unaware	of	
the violations. 

The	 Responsible	 Corporate	 Officer	 Doc-

trine authorizes the government to criminally 
prosecute	 corporate	 officers	 for	 FDCA	 viola-
tions if the employee was in a position to pre-
vent or correct the violations. The violations 
alleged by the government included contamina-
tion of injectable drugs, improperly disinfect-
ed equipment and clean rooms, lack of written 
pest	 control	plans,	 and	 insufficient	procedures	
for strength and purity testing of compounded 
products. 



As discussed below, the government’s 
actions	 in	 the	NECC	case,	 as	well	 as	 in	 simi-
lar matters, should put you and your clients on 
notice	 that	 corporate	officers	 can	be	held	per-
sonally responsible for corporate violations of 
certain criminal statutes.

tHE rEsPonsiBLE CorPoratE oFFiCEr 
doCtrinE

The	 Responsible	 Corporate	 Officer	 Doc-
trine,	 sometimes	 referred	 to	 as	 the	 Park	Doc-
trine,1 is a common law doctrine that permits 
corporate	officers	to	be	held	personally	respon-
sible for certain corporate criminal violations 
—	 even	 where	 the	 corporate	 officer	 does	 not	
have criminal intent or actual knowledge of the 
offence.	The	 doctrine	 holds	 corporate	 officers	
responsible for the corporation’s violation of 
strict liability statutes governing public health, 
welfare	or	safety,	where	the	corporate	officer	is	
in a position of authority with respect to the 
criminal violation at issue. A responsible cor-
porate	officer	may	include	anyone	in	the	man-
agement chain of authority, and the corporate 
officer	may	be	found	guilty	even	where	the	cor-
poration itself is acquitted.

Fda’s rEguLatory ProCEdurEs 
ManuaL 

Public comments by representatives of the 
Department	 of	 Health	 and	 Human	 Services	
Office	 of	 the	 Inspector	 General	 (HHS/OIG),	
the	 Food	 and	 Drug	 Administration	 (FDA),	
and	United	States	attorneys’	offices	have	made	
it clear that these enforcement agencies will use 
the	 Responsible	 Corporate	 Officer	 Doctrine,	
and exclusion from federal health care pro-
grams, to change what the government perceives 
as	the	cost/benefit	analysis	undertaken	by	some	
health care organizations in the area of compli-
ance.	The	FDA’s	procedures	manual	states	that,

“A	 responsible	 corporate	 official	 can	
be held liable for a first time misdemeanor 
(and possible subsequent felony) under the 

Act	without	proof	that	the	corporate	offi-
cial acted with intent or even negligence, 
and	even	if	such	corporate	official	did	not	
have any actual knowledge of, or participa-
tion in, the specific offense.”2 

The Regulatory Procedures Manual 
emphasizes the fact that misdemeanor prosecu-
tions	against	responsible	corporate	officials	can	
have a strong deterrent effect, not only on the 
defendants themselves, but on other regulated 
entities.

awarEnEss oF tHE oFFEnsE
Criminal liability pursuant to the Respon-

sible	 Corporate	 Officer	 Doctrine	 does	 not	
depend on knowledge of, or participation in, 
the	violation.	Corporate	officers	need	not	even	
be aware of the violation to be found criminally 
responsible, so long as they were in a position to 
prevent the violation. 

The	 Responsible	 Corporate	 Officer	 Doc-
trine places a heightened duty on corporate 
officers	 to	 implement	measures	 to	 ensure	 that	
violations will not occur, and to promptly rem-
edy violations when they do occur. “Impossi-
bility” is the only defense to a charge based on 
the	Responsible	Corporate	Officer	Doctrine.	In	
other words, despite exercising extraordinary 
care, it would have been impossible for the cor-
porate	officer	to	prevent	the	violation.

aPPLiCaBiLity to HEaLtH CarE 
organizations

Health	 care	 organizations	 are	 particular-
ly susceptible to the application of responsible 
corporate	 officer	 liability.	 In	 many	 instances,	
government representatives do not want to take 
action against a health care organization due to 
the potential negative effect on the organiza-
tion and therefore on access to health care in 
the region. As a result, enforcement agencies 
have put more emphasis on holding individual 
corporate	officers	responsible	for	criminal	viola-
tions.	The	Responsible	Corporate	Officer	Doc-
trine has frequently been applied to the health 
care industry in cases involving violations of the 
Food,	Drug	and	Cosmetic	Act.	

FinEs, ExCLusion and dEBarMEnt
The	 OIG’s	 Guidance	 for	 Implementing	

Permissive	Exclusion	Authority	Under	Section	
1128(b)(15)	of	 the	Social	Security	Act	 specifi-
cally incorporates the Responsible Corporate 
Officer	 Doctrine	 as	 a	 source	 of	 exclusionary	
authority.	 In	 other	 words,	 HHS	may	 exclude	
persons from participation in federal health care 
programs (including Medicare and Medicaid), 
based on an individual’s role within a company. 
If	the	corporate	officer	is	ultimately	responsible	
for the part of the corporation involved in the 
offence,	the	officer	can	be	excluded	from	federal	
health care programs, effectively preventing the 
individual from working in the health care field.

Neither exclusion nor debarment requires a 
conviction	based	on	responsible	corporate	offi-
cer	 principles.	 If	 the	OIG	 or	 the	 FDA	 deter-
mine that factors that would support a respon-
sible	 corporate	 officer	 conviction	 are	 present,	
an	individual	may	be	excluded	and/or	debarred	
without having been convicted criminally. 

CoMPLianCE and rEPorting
The first step in addressing potential 

responsible	corporate	officer	 liability	 is	to	ana-
lyze areas in which an entity’s operations may 
be governed by strict liability criminal statutes 
involving public health, welfare or safety con-
cerns.	Examples	of	strict	liability	criminal	stat-
utes applicable to a wide range of business oper-
ations include the Clean Water Act, the Clean 
Air	Act	and	the	Food,	Drug	and	Cosmetic	Act.	

Once	areas	of	potential	exposure	are	identi-
fied, compliance and reporting programs must 
be reviewed to ensure that complete and timely 
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The Honorable Charles J. Hely serves as Associate 

Justice in the Norfolk County Superior Court in 

Brockton and has served on the Superior Court 

since he was appointed from the District Court 

by Governor Michael S. Dukakis in 1990. Judge 

Hely is the presiding judge for the Massachusetts 

Asbestos Litigation, and also manages a demand-

ing criminal docket. He received a bachelor’s 

degree from Colby College, a law degree from 

Boston College Law School, and a master of law 

degree from George Washington University. Judge 

Hely also served in the United States Marine Corps 

from 1971–74. He recently offered to answer some 

questions from ComCom member Michael Leard 

about litigating in the Superior Court.

i. ContaCting ChamBers

1. Do you permit counsel to correspond directly 

with you? If so, under what circumstances?

Generally, I expect counsel to contact 

my clerks, unless I initiate communication or 

request that counsel contact me directly. In the 

past six months, I have had particularly good 

experiences with email correspondence. In 

cases where I have initiated email communica-

tions with counsel, I have found email commu-

nication to be much more efficient than tradi-

tional forms of communication. For example, 

I have found email correspondence more effi-

cient for adjusting hearing dates. I believe 

counsel also appreciate the opportunity to have 

a quick written response from the court as well 

as from opposing counsel.
2. Do you permit communications between coun-

sel and your clerk(s)? If so, under what circum-

stances?
Yes, I would expect counsel to contact my 

clerks for reasonable and practical information 

about the docket, such as scheduling concerns. 

My clerks may be contacted by either telephone 

or email.3. Do you prefer, require or prohibit courtesy cop-

ies of pleadings, motions and memoranda to be 

sent directly to your chambers?

I neither require nor prohibit courtesy 

copies; however, I do prefer to receive courtesy 

copies of particularly lengthy pleadings and/or 

motions. 
The asbestos docket is unusual in the sense 

that the vast majority of filings are done elec-

tronically. However, I appreciate that counsel 

in the asbestos docket typically provide paper 

courtesy copies of motions. It is a great benefit 

to the court to have a paper copy on hand when 

preparing for a motion hearing.

As with my evolving practice with respect 

to email correspondence, I have recently begun 

to request that parties submit electronic cour-

tesy copies, to be sent to both the court as well 

as opposing counsel. 
ii.  differenCes Between the Business 

litigation session (Bls) and the 

times standard session

Under Rule 7 of the Uniform Rules on Impound-

ment Procedure, an order of impoundment may 

be issued only “ for good cause shown,” and the 

finding of good cause must be made by the Court, 

not by the parties or their attorneys. The judges of 

the BLS have issued “Formal Guidance Regard-

ing Confidentiality Agreements,” which states that 

“no Confidentiality Agreement will be approved 

by the BLS judges that asserts that documents 

identified as ‘confidential’ by the parties or their 

attorneys shall be impounded without the specific 

order of the Court, for good cause shown.” 

Hon. Charles J. Hely

™
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down tHE gardEn PatH: a LooK at tHE “gardEn LEaVE” ProVisions oF 
ProPosEd non-CoMPEtition LEgisLation

By Lindsay Manning BurKE

In a state with an innovation economy like 
Massachusetts, the balance between protecting a 
company’s pioneering intellectual property and 
the ability of employees to move freely in the 
marketplace is often in tension. It is no surprise, 
then, that in recent years the Commonwealth’s 
Legislature has trained its fire on non-compe-
tition agreements. Legislators have focused on 
issues such as the propriety of non-competi-
tion agreements for lower-level employees, and 
whether non-competition restrictions are justi-
fied by legitimate business interests, such as pro-
tecting trade secrets, or function merely as a tool 
to suppress healthy competition. As we begin 
2018, the perennial question looms for those 
who practice at the intersection of intellectual 
property and employment law: Will this be the 
year that Massachusetts finally reforms or elimi-
nates non-competition agreements?

The answer may lie in a novel proposal put 
forth	in	three	bills	(House	Bill	4419,	House	Bill	
2371,	 Senate	 Bill	 840	 and	 Senate	 Bill	 1017)	
currently making their way through the Massa-
chusetts Legislature, all of which contain garden 
leave clauses. The concept of garden leave comes 
to	us	from	England,	where	such	provisions	are	
more	 common.	 Garden	 leave	 means	 that	 an	
employer is required to pay a former employee 
their salary during the time of their non-com-
petition	agreement.	During	a	garden	leave,	the	
employee is not required to report to work, but 
can spend their time “tending to their garden.” 
While some employment contracts contain gar-
den leave provisions, especially for high-level 
employees in finance and other industries that 
also	do	business	in	Europe,	that	concept	has	not	
often been applied to at-will employees in the 
United	States.	As	of	this	publication,	Oregon	is	
the only state that has some form of a garden 

leave requirement. These three proposed bills 
attempt to add Massachusetts to that very short 
list.

The garden leave concept has some appeal-
ing benefits. Courts may be more likely to 
enforce non-competition agreements when 
it is clear that an employee is not going to be 
financially harmed during the period when they 
cannot compete with their former employer. 
Employers	 also	may	 be	 less	 likely	 to	 use	 non-
competition agreements in a punitive or overly 
broad way if doing so is going to hit them in the 
wallet. Instead, the hope is that employers will 
reserve the use of non-competition agreements 
for employees who have access to confidential 
company information and present a real risk of 
harming the company if they immediately go to 
work for a competitor. 

However,	 the	 garden	 leave	 concept	 does	
not	 come	 without	 costs.	 Employers	 will	 be	
required to carry the expense of an employee 
who is providing no or limited services to the 
company, which may be burdensome, particu-
larly for small companies and start-ups. There 
are also logistical concerns regarding an employ-
ee who takes the garden leave, but then is found 
to have improperly competed anyway: Would 
the garden leave money be clawed back, and 
how? What notification procedures should be 
in place?

To many observers’ surprise, the Associated 
Industries of Massachusetts (AIM), the major 
pro-business lobbying group in Massachusetts, 
which represents more than 4,000 employers, 
has	 supported	 the	 garden	 leave	 concept.	 His-
torically, AIM has been hostile to any attempts 
to legislate away non-competition agreements, 
or to significantly burden employers’ ability to 
use them. All the more surprising, then, when 
AIM	came	out	publicly	in	support	of	House	Bill	
2371. 

AIM’s unexpect-
ed support of a bill 
that includes a gar-
den leave require-
ment — when there 
are other bills under 
consideration that do 
not require garden 
leave	(e.g.,	House	Bill	
2366	 and	 Senate	 Bill	
988) — seems to be 
the result of a recog-
nition that a compro-
mise is necessary if employers want to maintain 
other traditional non-competition protections, 
including a one-year duration, the ability for a 
court to “blue pencil” overly broad non-compe-
tition provisions rather than throwing them out 
altogether, and the ability to offer compensation 
other than garden leave, if the employee agrees. 
In	 addition,	 HB	 No.	 2371,	 unlike	 the	 other	
“garden leave” bills on the table, only requires 
that employers pay 50 percent of the restricted 
employee’s salary, rather than 100 percent, as in 
the other two bills. 

On	April	17,	2018,	the	Massachusetts	leg-
islature’s Joint Committee on Labor and Work-
force	 Development	 favorably	 reported	 HB.	
4419	to	the	House	Steering,	Policy,	and	Sched-
uling Committee. This bill closely tracks the 
provisions AIM supported, and requires the 
employer to provide garden leave in the form of 
50 percent of the employee’s base salary or “other 
mutually-agreed upon consideration” during 
the non-compete period. This now appears to 
be the bill to watch.  In Massachusetts’ continu-
ing effort to adequately protect the intellectual 
property of our most innovative companies and 
still protect the workplace mobility and liveli-
hoods of our workforce, garden leave may pro-
vide the solution.
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is MassaCHusEtts BECoMing a LEading PatEnt Litigation VEnuE?
By andrEw o’Connor and  
rEBECCa Harris

For	years,	 the	U.S.	District	Court	 for	 the	
Eastern	 District	 of	 Texas	 has	 been	 the	 home	
of more patent litigation than any other fed-
eral court. Widely considered a patent owner-
friendly	 jurisdiction,	 the	E.D.	Texas	embraced	
an expansive view of the language in the pat-
ent venue statute that an appropriate forum 
is	 where	 a	 defendant	 “resides.”	 28	 U.S.C.	
§1400(b).	 The	 Supreme	 Court’s	 decision	 last	
year in TC Heartland LLC v. Kraft Foods Group 
Brands LLC interpreted this provision more 
narrowly, holding that “resides” for domestic 
corporations “refers only to the state of incor-
poration.” In light of this shift, and the recent 
publication of new local rules governing patent 
cases	in	D.	Mass.,	Massachusetts	has	the	poten-
tial to become a leading patent litigation venue. 

tHE suPrEME Court, tHE FEdEraL 
CirCuit and ForuM-sHoPPing

In its 1957 decision in Fourco,	the	Supreme	
Court held that a corporate defendant resides 
only in the jurisdiction of incorporation, cit-
ing language used in the original version of 
1400(b)	 as	 support.	The	Supreme	Court	 reaf-
firmed that §1400(b) is the sole and exclusive 
provision governing venue in patent cases and 
is a standalone provision not supplanted by 
28	U.S.C	§1391(c),	 the	general	venue	statute,	
which treats “resides” to include “in any judi-
cial district in which such defendant is subject 
to the court’s personal jurisdiction with respect 
to the civil action in question….” This interpre-
tation limited forum shopping in patent cases. 

In 1990, the Federal Circuit in VE Hold-
ing found that an amendment to §1391 con-
veyed unambiguously that §1391(c) governed 
all venue provisions in the chapter, includ-
ing §1400(b). The decision subsumed the 
venue analysis in patent cases into a personal 
jurisdiction analysis, which led to significant 
forum	shopping.	The	Eastern	District	of	Texas	
emerged as a pro-plaintiff jurisdiction and has 
been the leading patent litigation venue since 
2012, hosting approximately 45 percent of all 
patent	cases	filed	in	the	U.S.	in	2015.	In	both	
2014 and 2015, over a quarter of patent cases 
filed	 in	 the	U.S.	were	 brought	 before	 a	 single	
judge in the district in Marshall, Texas: Judge 
Rodney	Gilstrap.	

TC HearTland sHiFts tHE PatEnt 
VEnuE ConVErsation

The	 Supreme	 Court	 in	 TC Heartland 
rejected the Federal Circuit’s holding in VE 

Holding and found that new language added to 
§1391(c) in 2011 further supported its holding 
in Fourco that §1400(b) is a standalone provi-
sion.	The	 court	 affirmed	 that	 for	 the	 purpose	
of §1400(b), the term “resides” refers only to 
the jurisdiction of incorporation. This narrow-
er interpretation of the term “resides” weakened 
Texas’ grip on patent litigation and has raised 
the question of what exactly constitutes a regu-
lar and established place of business.

MassaCHusEtts as a LEading PatEnt 
Litigation VEnuE? 

After TC Heartland,	Judge	Gilstrap	denied	
a motion to transfer venue on the basis that the 
residences of a defendant company’s employees 
who	worked	from	home	was	sufficient	to	serve	
as a regular and established place of business of 
the defendant. The Federal Circuit overturned 
this decision in Cray and employed a three-
pronged test to identify a regular and estab-
lished place of business: (1) there must be a 
physical	 place	 in	 the	district;	 (2)	 it	must	 be	 a	
regular	 and	 established	 place	 of	 business;	 and	
(3) it must be the place of the defendant (not 
the home of the defendant’s employee).

While the three-pronged inquiry is fact-
specific, a company’s headquarters should 
almost always be a regular and established place 
of business. The court in Cray clarified that “a 
physical place” means “a building or part of a 
building . . . from which business is conduct-
ed.” A “virtual space or . . . electronic com-
munications from one person to another” is 
insufficient.	A	business	 is	 considered	 “regular”	
if it operates in a steady, uniform, orderly, and 
methodical	manner.	“Sporadic	activity”	or	a	sin-
gle act pertaining to a particular business is not 
considered regular. A business is “established” if 
it is stable for a period of time, although it can 
move its location. To be a place of the defen-
dant, the defendant must own, lease, or exercise 
some other attributes of possession or control 
over the place. 

On	Dec.	11,	2017,	the	judges	of	U.S.	Dis-
trict	 Court	 for	 the	 District	 of	 Massachusetts	
announced that they were seeking public com-
ment on new proposed patent rules of proce-
dure	that	would	govern	patent	cases	in	D.	Mass.	
The public comment period ended on Jan. 26, 
2018, and the rules are expected to go into effect 
this year. Among other things, the rules outline 
pretrial	 procedures	 that	 set	 trial	 in	 two	 years;	
contain specific procedures for disclosures, dis-
covery	and	claim	construction;	and	provide	pat-
ent litigants with greater guidance and proce-
dural predictability. 

The combined impact of TC Heartland and 
Cray with the proposed local patent rules raises 
new strategic considerations for Massachusetts-
based companies seeking to maintain a home-
field advantage. Massachusetts, and Boston in 
particular, is one of the nation’s leading technol-
ogy hubs, with innovation and tech giants such 
as	TripAdvisor,	Gillette,	Bose,	Staples,	Wayfair,	
Care.com	 and,	 most	 recently,	 General	 Elec-
tric (not to mention that, as of the date of this 
article, Amazon had selected Boston as a final-
ist for its second headquarters). This is in addi-
tion to the research and world-class health care 
industries headquartered in the Boston area. 
The	Bloomberg	U.S.	 Innovation	Index	ranked	
Massachusetts the most innovative state ahead 
of California. It ranked particularly highly with 
respect to the density of the high-tech industry 
in the state. While many companies are incor-
porated	in	Delaware,	and	we	have	already	seen	
a significant increase in patent litigation filed 
in	Delaware	since	TC	Heartland,	with	so	many	
leading innovation companies in Massachu-
setts,	 the	U.S.	District	 Court	 for	 the	District	
of Massachusetts is primed to host a signifi-
cant increase in patent litigation. Massachusetts 
companies should no longer assume that they 
will likely have to defend patent litigation in the 
E.D.	Texas.

ConsidErations For Bringing a 
CasE in or transFErring a CasE to 
MassaCHusEtts

Courts are divided on whether the bur-
den to establish venue rests on the plaintiff or 
defendant. The First Circuit has held that the 
burden to establish venue rests on the plaintiff 
once a defendant has challenged venue through 
a motion to dismiss. In Massachusetts, a plain-
tiff must prove both that a defendant has a reg-

Andrew O’Connor is an 
attorney in the
Intellectual Property
Group at Goulston & Storrs
PC in Boston. His practice
focuses on all areas of IP
litigation. 

Rebecca Harris is a 
graduate of Harvard Law 
School and an associate 
in the Litigation Group at 
Goulston & Storrs.
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ConferenCe HigHligHts

intelleCtual ProPerty
the Coming Wave of Patent litigation to D. Mass. — opportunities for spe-
cialists and generalists alike
The District of Massachusetts is poised to become a more significant destination for 
patent cases following the U.S. Supreme Court’s decision in TC Heartland and new 
amendments to Local Rule 16.1. Judge Richard Stearns and a panel of Boston’s top 
patent litigators discuss the impact of these changes, and the unique opportunities 
they’ll provide for both patent specialists and general commercial litigators. 
Hon. richard g. stearns, U.S. District Court for the Dist. of Massachusetts;  
erik Belt, esq., McCarter & English LLP, Boston; Barbara a. fiacco, esq., Foley 
Hoag LLP, Boston; susan g.l. glovsky, esq., Hamilton, Brook, Smith & Reynolds, 
Boston; andrew o’Connor, esq., Goulston & Storrs, Boston

BankruPtCy
How to Win the Valuation Battle, in Bankruptcy Court and Beyond 
Leading trial attorneys describe best practices and strategies to use when litigating 
the value of businesses and collateral, as well as the introduction of expert witness 
testimony.
Jeffrey D. ganz, esq., Riemer & Braunstein LLP, Boston; lee Harrington, esq., 
Nixon Peabody LLP, Boston; D. ethan Jeffrey, esq., Murphy & King PC, Boston; 
francis C. Morrissey, esq., Morrissey, Wilson & Zafiropoulos LLP, Braintree

Business litigation
Perspectives from the Bench
Judges from each of the forums in which local business litigators practice share their 
insights and suggestions on a range of substantive and procedural dilemmas that 
attorneys face regularly, as well as discuss their views on the current state of com-
mercial litigation and where things are headed.
Hon. karen f. green, Massachusetts Superior Court; Hon. kenneth W. salinger, 
Massachusetts Superior Court, Business Litigation Section; Hon. indira talwani, 
U.S. District Court for the District of Massachusetts; Hon. Paul a. Chernoff (ret.), 
Brody Hardoon Perkins & Kesten; lindsay M. Burke, esq., Kenney & Sams PC, 
Boston

Immediately following the judges’ panel will be a cocktail reception with beer, wine, 
and hors d’oeuvres. All attendees of the conference are encouraged to join us for 
refreshments and conversation with our distinguished faculty.

third annual Complex CommerCial 
litigation ConferenCe

ThuRSday, May 10, 1–5 P.M. 
hyaTT RegenCy BoSTon, 1 aVenue de LafayeTTe, BoSTon

Sponsored by the MBA’s Complex Commercial Litigation Section and co-sponsored by the Business Law Section
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ConfeRenCe Co-ChaiRS

PRiCing
MBa law students ......................fRee
new (2017) admittees and 
paralegals .................................... $75
MBa members  ............................. $99
non-members ............................ $180

 LauRenCe  
SChoen, eSq.

Mintz, Levin, Cohn, ferris, 
glovsky and Popeo PC 

Boston

MaTThew  
ginSBuRg, eSq.
gilbert & Renton LLC 

andover

kenneTh n.  
ThayeR, eSq.

Sugarman Rogers Barshak 
& Cohen PC, Boston

ComCom Quarterly sPring 2018 — PagE 5



ComCom Quarterly sPring 2018 — PagE 6

ular and established place of business in Mas-
sachusetts, and that the infringement occurred 
in	 Massachusetts.	 The	 Second,	 Fourth,	 Sev-
enth, and Ninth circuits join the First Circuit 
in assigning this burden to the plaintiff. In con-
trast,	 the	Third	 and	Eighth	 circuits	 assign	 the	
burden	to	defendants.	The	Fifth	and	Sixth	cir-
cuits have not ruled on this issue.

Under	 the	 Patent	 Act,	 direct	 patent	
infringement occurs when there is an unau-
thorized making, using, offering to sell, sell-
ing or importing of a patented invention dur-
ing	the	term	of	the	patent.	35	U.S.C.	§	271(a).	
Plaintiffs bringing patent suits in Massachusetts 
against companies headquartered here would 
likely be successful in keeping the case here 

so	long	as	they	make	a	sufficient	showing	that	
the infringement occurred in Massachusetts. 
Defendants	 facing	 litigation	 in	 other	 districts	
and seeking to transfer a case to Massachusetts 
should assess on whom the burden rests accord-
ing to the governing law in the original district.

A venue objection is waived if a defendant 
fails to raise it in an initial motion to dismiss or 
responsive pleading or amendment allowed by 
FRCP 15(a)(1). An exception to this rule is “if 
the defense became available thereafter by way 
of	a	supervening	authority.”	On	Nov.	15,	2017,	
the Federal Circuit decided on a Writ of Manda-
mus	petition	from	a	decision	by	D.	Mass.	Judge	
First Name Young, that TC Heartland would 
allow defendants who previously waived venue 
objections on the basis of residence prior to the 
TC Heartland decision to raise these objections 
in light of the case.2 

Litigators with Massachusetts-based clients 
should no longer assume that their clients will 
have to defend a patent infringement suit in 
Texas. If Massachusetts-based companies have a 
presence in Texas, care should be given to deter-
mine to what extent the company may still be 
forced to defend in Texas despite TC Heartland, 
and take remedial actions to increase the chanc-
es of a successful motion to dismiss or transfer 
to Massachusetts. Attorneys should also famil-
iarize themselves with the newly proposed local 
patent rules to consider whether defending or 
bringing	 a	 patent	 case	 in	D.	Mass.	 would	 be	
advantageous. 
                                                  

1. See Bennett v. City of Holyoke, 362 F.3d 1, 7 (1st Cir. 
2004).

2. See In re Micron Tech. Inc., Fed. Cir., No. 2017-138 
(Nov. 15, 2017)

PatEnt Litigation
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data is reported up the organization’s chain of 
authority	so	that	all	responsible	corporate	offi-
cers are notified of violations, and measures are 
taken to remedy any violations. In addition, it 
is important to provide reporting options for 
front-line employees that enable violations to 
be	reported	directly	to	compliance	officers	out-
side the usual chain of authority. The effective 
reporting of potential violations can be compro-
mised where front-line employees are required 
to report potential violations to supervisors who 
are also responsible for production or other 
business goals that may conflict with remedying 
compliance issues.

insuranCE
Insurance,	 specifically	 directors	 and	 offi-

cers	(D&O)	insurance,	may	also	provide	a	mea-
sure of coverage for criminal charges based on 
the	 Responsible	 Corporate	 Officer	 Doctrine.	
Although	 most	 D&O	 policies	 exclude	 claims	

based on willful or intentional illegal acts, 
the specific event that triggers the exclusion is 
important. Criminal charges alone do not typi-
cally trigger the exclusion. This allows for the 
payment of defense costs until such allegations 
are conclusively established, either at trial or as 
the result of a plea. In either event, the policy 
will pay the cost of defense during the inves-
tigative	 phase.	However,	 one	must	 also	 deter-
mine if the policy contains claw-back provi-
sions related to the payment of defense costs, 
and how aggressively the company will pursue 
reimbursement.

indEMniFiCation oF CorPoratE 
oFFiCErs

D&O	 and	 other	 insurance	 policies	 do	
not cover the payment of criminal penalties. 
Depending	upon	the	nature	of	the	penalties,	an	
entity may be permitted to indemnify corpo-
rate	officers	against	certain	criminal	fines.	Many	
jurisdictions permit the payment of individual 
criminal fines, and the advancement of defense 
costs, where the employee conducted herself in 

good faith and where the employee’s conduct 
was not adverse to the interests of the corporate 
entity. In most instances, individual criminal 
liability based solely on the Responsible Cor-
porate	Officer	Doctrine	will	satisfy	these	factors	
and permit indemnification and the advance-
ment of defense costs. 

Ultimately,	 effective	 compliance	 and	
reporting programs are the key to avoiding 
Responsible	Corporate	Officer	liability	and	the	
penalties that can flow from such situations. 
Neither	 D&O	 coverage	 nor	 indemnification	
will reverse the exclusion or debarment of a cor-
porate	officer.	
                                                  

1.	 In	the	case	of	U.S.	v.	Park,	the	president	of	a	large	gro-
cery store chain was found guilty of violating the crimi-
nal	provisions	of	the	Food,	Drug	and	Cosmetic	Act	as	a	
result of rodent contamination in the company’s ware-
house facilities.

2. FDA	Regulatory	Procedures	Manual, § 6-5-3, 
“Special	Procedures	and	Considerations	for	Park	Doc-
trine	Prosecutions”	(revised	Dec.	2017).


